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DETAILED ACTION 

1 . Application Number 09/900,460 was filed on 07/09/2001 . Claims 1 -20 are 
subject to examination. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "Method for operating the Gateway". 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claimsl, 7,8, 12,20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In the claims mentioned above, the applicant is stating, "control request". It is 
unclear to the examiner as to "control request" means. In the specification, the 
applicant does not mention anything about what "control requests" means. 

In the claims mentioned above, the applicant is stating "interruption request". It is 
unclear to the examiner as to "interruption request" means. In the specification, the 
applicant does not mention anything about what "interruption requests" means. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claims 1 ,2,3,6,7,9-12 are rejected under 35 U.S.C. 102(a) as being anticipated 
by Bhatia et al. U.S. Patent # 6,052,803 

5. As per claim 1 , Bhatia teaches a gateway (fig. 1 , element 305) comprising: 
-a first interface which communicates with information applicances (Fig. 1, 

element 10) connected to an internal network (Fig. 1, element 10a,b,c,d, column 10 
lines 26-31); 

-a second interface which communicates with information appliances connected 
to an external network (Fig.1, element 60, column 10 lines 26-31); and 

-a controller (Fig. 2, element 300) which, if a control request with respect to either 
of the information appliances (Fig. 2, element 10a,b,c,d) connected to the internal 
network (Fig. 2 , element 10a,b,c,d) is received from the information appliances 
connected to the external network(Fig. 2, element 60), requests a function performance 
to a corresponding information appliance through the first interface according to 
requested control contents, (column 11 lines 18-21). 

In this figure 1 , the reference number 305 is an ISDN Router (gateway), which is 
connected with workstations 10 (information appliances) which make up an internal 
network. The remote network 70 represents an external network. The ISDN LAN 
modem (controller) which examines all the packets incoming (control request) from 
remote network (external network) and routes all such packets (function performance) 
destined for any of the workstation on the static subnet to the LAN (first interface). 
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6. As per claim 2, Bhatia teaches a gateway claimed in claim 1 , wherein the 
controller includes: 

-a DHCP server (column 43 line 44-45) which allocates and manages different 
private IP addresses(column 43 lines 55-56) in accordance with a private IP address 
allocation request from the information appliances connected to the internal 
network(column 43 , and receives host names from the information appliances allocated 
with the private IP addresses(column 43 lines 52-58) (column 44 lines 6-8); 

-a DNS server(column 43 lines 44-45) which builds a database(column 43 lines 
46-47) in order for the host names and the private IP addresses to the associated in 
response to an update request from the DHCP server; and (column 43 lines 52-58) 

-an application proxy server which transmits a list of the information appliances 
connected to the internal network (column 43 lines 53-55) in accordance with an access 
request of the information appliances connected to the external network (column 43 line 
66, column 44 linel), and transmits contents which control an information appliance 
selected from the transmitted list (column 43 lines 58-62), and if a control command is 
transmitted, a requests a function performance to a corresponding information 
appliance according to the requested control command, (column 43 lines 58-66). 

7. As per claim 3, the gateway claimed in claim 2, wherein the private IP addresses 
allocated to the information appliances connected to the internal network by the DHCP 
are the C class addresses defined by the Internet Assigned Numbers Authority (IANA). 
(column 18 lines 27-40). 

8. As per claim 6, the gateway as claimed in claim 2, wherein the DNS server 
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(column 45 lines 36-37) if any one of the information appliances connected to the 
internal network (column 45 lines 37-39) makes an inquiry about a public IP address 
through the domain name with respected to an information appliance connected to the 
external network, provides the requested public IP address through an inquiry about the 
public IP address to an authorized DNS server connected to the external network, 
(column 45 lines 44-53). 

9. As per claim 7, the gateway as claimed in claim 2, wherein the application proxy 
server, if a response to the control request (column 44 line 51 ) is transmitted from the 
corresponding control requested information appliance connected to the internal 
network (column 44 line 54-55), notifies the response result to the control-requesting 
information appliance connected to the external network (column 44 line 51-57). 

10. As per claim 9, the gateway claimed in claim 1 , wherein the controller, if a data 
packet (column 12 line 15) to be transmitted from one of the information appliances 
connected to the internal network (column 12 line 17) to one of the information 
appliances connected to the external network (column line 17) is transferred to the first 
interface, changes an origination address (column 12 line 20-21) and a port from a 
private IP address (column 12 line 19-20) and a port to a public IP address and a port of 
the gateway to be outputted to the external network through the second interface, 
(column 12 lines 15-23) and, if a data packet having a destination address and a port as 
the public IP address of the gateway is transferred from the external network to the 
second interface in response to the output, changes the public IP address (column 12 
lines 12-13) and the port to the private IP address (column 12 lines 11-12) and the port 



Application/Control Number: 09/900,460 Page 6 

Art Unit: 2151 

of the corresponding information appliance to be outputted through the first 
interface. (column 12 lines 8-15). 

1 1 .As per claim 10, a method for operating a gateway (fig. 1 305) having a first 
interface which communicates with information appliances connected to the internal 
network (Fig. 1 10a,b,c,d, column 10 lines 26-31), a second interface which 
communicates with information appliances connected to an external network, (Fig.1 60, 
column 10 lines 26-31) and a controller (Fig. 2 300) which communicates with the 
information appliances connected to the internal and the external networks, comprising 
steps of: 

-providing information on the information appliances (Fig. 2 10a,b,c,d) 
connected to the internal network if an access request is transmitted from an 
information appliance connected to the external network (Fig. 2 60); and 

-requesting a function performance to an appliance according to requested 
control contents if a control request with respect to the information appliances 
connected to the internal network is received from the information, 
(column 11 lines 18-21) 

12. As per claim 1 1 , the method as claimed in claim 10, wherein the step for 
providing the information on the information appliances connected to the internal 
network(column 43 lines 53-55) in response to the access request from the information 
appliance connected to the external network(column 43 line 66, column 44 line 1) 
includes steps of: 
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-providing a list of the information appliances connected to the internal 
network;(column 43 lines 53-55) and 

-providing, if any one of the information appliances is selected from the 
provided list, contents for controlling the selected information appliance. (column 43 lines 
58-66). 

13. As per claim 12, the method as claimed in claim 10, further comprising a step of, 
if a response according to the request of the function performance from the information 
appliance connected to the internal network is transferred(column 44 line 54-55), 
transmitting a result to the control-requesting information appliance connected to the 
external network(column 44 line 51-57). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claim 4,5,13-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bhatia et al. U.S. Patent # 6,052,803 (hereinafter Bhatia) in view of Huitema et al. U.S. 
Patent # 6,178,451 (hereinafter Huitema) 

As per claim 4, Bhatia teaches the gateway claimed in claim 2, but fails to teach 
the DNS server builds the database by combining a domain name of the gateway and 
the host names of the information appliances connected to the internal network at a 
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home, the domain name being registered in advance in an authorized DNS server to the 
external network. 

Huitema teaches the DNS server (column 3 line 34) builds the database by 
combining a domain name of the gateway (column 3 line 35-36) and the host names of 
the information appliances connected to the internal network at a home, the domain 
name being registered in advance in an authorized DNS server to the external network. 
(Column 3 lines 41-46). Therefore, it would have obvious to one skilled in the art at the 
time of the invention was made where DNS server builds a database by combining the 
domain name and the host name of the information appliances and to register the 
domain name in advance in the authorized DNS server connected to the external 
network. The motivation for doing so would have been because a computer has access 
to the authorized DNS server through the internet backbone if it needs to retrieve 
information from the DNS server, since the domain name is registered in advance in the 
authorized DNS server connected to the external network which could be a remote 
network or Internet (column 3 lines 47-49). 

15. As per claim 5, Bhatia teaches the gateway as claimed in claim 4, wherein the 
DNS server (column 43 line 52), if anyone of the information appliances connected to 
the internal network (column 43 lines 50-51) makes an inquiry about a private IP 
address through the host name (column 43 line 51.) with respect to another appliance 
connected to the internal network, provides the requested private IP address with 
reference to the database (column 43 line 52). (Column 43 lines 52-58). 
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Although Bhatia is silent on making an inquiry about a private IP address, it is 
inherent that in order to provide a suitable machine name to IP address resolution it has 
to make an inquiry about the IP address. 

16. As per claim 13, Bhatia teaches the method as claimed in claim 10, but fails to 
teach a step of registering a domain name of the gateway and a public IP address of a 
system to be associated to each other on an initialization of the system, the domain 
name being registered in advance in a DNS server authorized in the external network. 

Huitema teaches a step of registering a domain name of the gateway and a 
public IP address of a system to be associated to each other (column 3 lines 34-37) on 
an initialization of the system, the domain name being registered in advance in a DNS 
server authorized in the external network (column 3 lines 41-46). ). Therefore, it would 
have obvious to one skilled in the art at the time of the invention was made where 
registering the domain name of the gateway and a public IP address of a system and to 
register the domain name in advance in the DNS server authorized in the external 
network. The motivation for doing so would have been because a computer has access 
to the DNS server authorized through the internet backbone if it needs to retrieve 
information from the DNS server, since the domain name is registered in advance in the 
DNS server authorized in the external network which could be a remote network or 
Internet. (Column 3 lines 47-49), 

17. As per claim 14, Bhatia teaches the method as claimed in claim 13, further 
comprising steps of 
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-allocating, if the public IP address of the system is registered in authorized DNS 
server connected to the external network (column 45 line 44-53), different private IP 
addresses in response to requests of private IP address allocations from the information 
appliances connected to the internal network (column 44 lines 51-57); and 

-receiving host names from the information appliances allocated with the private 
IP addresses and connected to the internal network (column 44 lines 29-32), and 
building a database in order for the private IP addresses and the host names to be 
associated to each other(column 44 lines 51-54). 

18. As per claim 15, Bhatia teaches the method claimed in claim 14, wherein 
appliances allocated with the private IP addresses and connected to the internal 
appliances have C class address formats defined by Internet Assigned Numbers 
Authority (IANA). (Column 18 lines 27-40). 

19. As per claim 16, Bhatia teaches the method claimed in claim 14, but fails to teach 
the step for building the database builds the database in names combined with the 
domain name of the gateway registered in advance in the authorized DNS server 
connected to the external network and the host names of the respective information 
appliances connected to the internal network. 

Huitema teaches the step for building the database builds the database (column 
3 line 35) in names combined with the domain name of the gateway registered in 
advance (column 3 line 36) in the authorized DNS server connected to the external 
network (column 3 line 41-43) and the host names of the respective information 
appliances connected to the internal network, (column 43 line 34-46). Therefore it would 
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have been obvious to one skilled in the art to build the database containing the domain 
name of the gateway and host names of the respective information appliances 
connected to the internal network. The motivation for doing so would have been to 
keep track of the domain name of the gateway and the host name for each information 
appliances in case of conflict of host name or in order to send packets or messages or 
retrieve packets.(column 3 lines 33-37). 

20. As per claim 17, Bhatia teaches the method claimed in claim 14, further 
comprising a step of providing, if an inquiry about a public IP address is made through 
the domain name with respect to the information appliance connected to the internal 
network at a home (column 45 lines 36-37), the public IP address through an inquiry to 
the authorized DNS server connected to the external network, (column 45 lines 44-53). 

21. As per claim 18, Bhatia teaches the method as claimed in claim 17, further 
comprising steps of: 

-changing, if a data packet(column 12 line 15) to be transmitted from the 
information appliance receiving the public IP address of the information appliance 
connected to the external network (column 12 line 17) to the external information 
appliances connected to the external network is transferred to the first interface, 
origination address (column 12 line 20-21) and port form private IP address (column 12 
line 1 9-20) and port to the public IP address and port of the gateway, and outputting the 
changed origination address and port to the external network through the second 
interface; (column 12 line 15-23) and 
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-changing, if a data packet having the public IP address of the gateway as 
destination address and port is transferred to the second interface from the external 
network in response to the data packet the public IP address (column 12 lines 12-13) 
and port into the private IP address (column 12 lines 11-12) and port of a corresponding 
information appliance connected to the internal network, and outputting the converted 
private IP address and port through the first interface. (Column 12 lines 8-15). 

22. As per claim 19, Bhatia teaches the method as claimed in claim 14, further 
comprising a step of providing, if a private IP address is inquired through a host 
name(column 43 line 51) from any one of the information appliances connected to an 
internal network (column 43 lines 50-51) at home, a requested private IP address with 
reference to the database. (Column 43 line 52) (column 43 lines 52-58). 

Claims 8,20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bhatia et al. U.S. Patent # 6,052,803 (hereinafter Bhatia) in view of Huitema et al. U.S. 
Patent # 6,178,451 (hereinafter Huitema) and further in view of Asami et al. U.S. Patent 
Publication # 2001/0023459 (hereinafter Asami). 

23. As per claim 8, Bhatia and Huitema teaches the gateway as claimed in claim 2, 
but fails to teach the DHCP server, if an interruption request of the use of a private IP 
address is transmitted from an information appliance connected to the internal network, 
requests the DNS server to delete the private IP address of the corresponding 
information appliance and contents related to the host name from the database. 

Asami teaches the DHCP server, if an interruption request of the use of a private 
IP address is transmitted from an information appliance connected to the internal 
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network, requests the DNS server to delete the private IP address of the corresponding 
information appliance and contents related to the host name from the database. (claim 8 
from the claims page). 

Asami teaches a DHCP server which receives an request of IP address release, 
which could be (private IP address) or (public IP address) command from the terminal 
(internal network), and it sends a IP address return command to DNS server to make 
the DNS server delete the IP address to the corresponding to the FQDN (database) of 
the DNS server. 

Therefore it would have been obvious to one skilled in the art to request the use 
of a private IP address from an information appliance and then requests the DNS server 
to delete private IP address of the following appliance and contents related to the host 
name from the database. The motivation for doing so would have been to avoid having 
IP address conflict in which it would have been sharing same IP address, (paragraph 54 
lines 3-5). 

24. As per claim 20, Bhatia and Huitema teaches the method as claimed in claim 14, 
but fails to teach a step of deleting, if an interruption request of the use of a private IP 
address is transferred to the first interface from an information appliance connected to 
the internal network, the private IP address and contents of a host name of a 
corresponding information appliance from the built database (claim 8). 

Asami teaches a step of deleting, if an interruption request of the use of a private 
IP address is transferred to the first interface from an information appliance connected 
to the internal network, the private IP address and contents of a host name of a 
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corresponding information appliance from the built database. (Claim 8 from the claims 
page). 

Therefore it would have been obvious to one skilled in the art to request the use 
of a private IP address from an information appliance connected to the internal network 
and to delete private IP address and the contents of host name of a corresponding 
information appliance from the built database. The motivation for doing so would have 
been to avoid having IP address conflict in which it would have been sharing same IP 
address, (paragraph 54 lines 3-5). 

Conclusion 

25. The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. 

26. A shortened statutory period for response to this action is set to expire 3 (three) 
months and 0 (zero) days from the mail date of this letter. Failure to respond within 
the period for response will result in ABANDONMENT of the applicant (see 35 U.S.C 
133, M.P.E.P 710.02, 710.02(b)). 

27. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dhairya A Patel whose telephone number is 703-305- 
0457. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zarni Maung can be reached on 703-305-6687. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/900,460 



Page 1 5 



Art Unit: 2151 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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